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— The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 
P rl d for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_M0NTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

i)&Claim(s) is/are pending in the application. 

Of the above claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

K Claim(s)- is/are rejected. 

^CIaim(s) is/are objected to. 

□ Claim(s) are subject to restriction or election 

requirement. 

Application Papers 

^TSee the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

pi The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U.S.C. §119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: . 

Attachment(s) 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s) □ Interview Summary, PTO-413 

^Notice of Reference(s) Cited, PTO-892 □ Notice of Informal Patent Application, PTO-152 
p^Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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1. The following is a quotation of the appropriate 
paragraphs of 3 5 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of application for patent in the 
United States. 

2. The following is a quotation of 35 U.S.C. § 103(a) 

which forms the basis for all obviousness rejections set forth in 

this Office action: 

(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall hot be negatived by the manner in which the 
invention was made. \ 

3. Claims 1-9 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by Laufer et al . 3,920,865, esp. Examples 1-3, 
noting also column 4, lines 59-64 which teach that the particles 
are "aerogel". While Laufer et al . don't explicitly recite that 
the organopolysiloxane provides a "monolayer" coating on the 
silica or other aerogel, such a coating can be inferred from 
column 4, lines 53-58 because patentees disclose chemical 
reaction of the hydrophobizing agent only with the active surface 
of the oxide particles. 
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4 . Claims 1-9 are rejected under 35 U.S.C. § 103(a) as 
b ei„ g unpatentable over Lau£er et al. above in view of Wirth et 
.1 5 716 5uS. The Laufer et al . reference applies as indicated 
in the preceding paragraph. Even if Laufer et al. did not apply 
a monolayer coating, it would have been obvious to one skilled » 
.the art at the time applicants' invention was made to do so in 
Examples 1-3 of Laufer et al. in view of the teachings of Wirth 
et a i. (column 1, lines 21-32) to protect the aerogel particles 
from chemical damage or physical degradation such as cracking. 
Note that Wirth et al. contemplate applying a monolayer to 
various materials including silica gel (paragraph bridging 

columns 2 and 3) . 

5 . The non-statutory double paten t^g rejection, ^ther 
of the obvious-type or ^objrxgj-type, » ba sed on a 3 
created doctrine grounded in policy (a po Y 

the statute) so as to P^ ve ?- a hf to exclude" granted by a patent, 
timewise extension of the right to exciua g ^ ^ re 

in re Thorington, 418 F 2d 528 ,163 uspg yan 0rnam> 

2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 
37 CFR 1.3*1* (5) 1 and (c) may be used ^^^^"^Sng 

£ound^ 

bScommonly owned with this application. See 37 CFR 1.78 .a, 
Effective January 1, 1994, a register ed attorney or 

HSJSJ-sWis V^X^^^ cfr 

3.73(b). 



Serial No. 10/045,948 -4- 
Art Unit 1712 

x V 

6. Claims 1-9 and 11-20 are rejected under the judicially 
created doctrine of obviousness -type double patenting as being 
unpatentable over claims 1-12 of U.S. Patent No. 6,531,224. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the stated instant 
claims read on, or at least overlap, the claims of the '224 
patent. It is evident from the product -by-process limitations of 
the patent claims that the products of the '224 patent are made 
by a supercritical fluid process which involves chemical bonding. 

7. The following is a quotation of the first paragraph of 

35 U.S.C. § 112: 

The specification shall contain a written description 
of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying 

%Jm out his invention - v mh ,»» jv*';r <•"?>% f z° 

' v 8. Claims 21-25 are rejected under 35 U.S.C. § 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. There are no 
specific instructions in the disclosure, e.g. temperatures, 
concentrations, etc., to enable one of ordinary skill in the art 
to perform the step of hydroetching . (This ground of rejection 
will be reconsidered when applicants furnish the serial number 
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and filing date of the copending application referred to on page 
6 of the specification.) 

9. Claim 10 is objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims . 

10. The following is a statement of reasons for the 
indication of allowable subject matter: The prior art of record 
doesn't disclose or fairly suggest the ceramic oxide aerogel 
having a monolayer coating and the stated pore sizes and bottle 
necks of claim 10 herein. 

Q^^^d\ 11. Applicants are required^£ insert the serial number and 



v( 1 filing &ate of 



filing date of the copending application referred to on page 6 of 

a*, ,. . .Y'^ 



fcJW* the specification. 



? l r 2. The disclosure is objected to because of the following 
f informalities: The first line on page 7 of the specification is 

illegdjDl'e'. 

rJ _ Appropriate correction is required. 

\. . /- 13. The remaining references listed on the attached Form 

PTO-892 are cumulative to the references applied herein, and/or 

further show the state of the art. 

14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Examiner 
Lovering whose telephone number is (703) 308-0443. The examiner 
can normally be reached on Mon.-Fri. from 7:30 A.M. to 4:00 P.M. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Robert Dawson, can be 
reached on (703) 308-2340. The fax phone number for this Group 
is (703) 872-9310. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist • whose telephone number is (703) 308-0661. 



R . Lovering : cdc 
March 19, 2003 



RICHARD D. LOVERING V 
PRIMARY EXAMINER 

group wsnto 



